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Section n rRemarks> 

A. Summary of Amendments 

By the present amendment, independent claims ] and ] 1 have been amended. No new matter 
within the meaning of 35 U.S.C. 132(a) has been introduced by such amendments. Dependent 
method claim 27 has been withdrawn by the examiner, but Applicant reserves the right to seek 
rejoinder of such method claim upon allowance of claim 1 upon which it depends. 

B. Claim Rejections 

In the August 21, 2006 Office Action, claims 1-26 were rejected on various grounds over various 
references and/or combinations thereof including: 

• a rejection of claims 1-3, 7, 9-24, and 26 under 35 USC § 103(a) as unpatentable for 
obviousness over U.S. Patent No. 4,828,1 1 1 to Rosenberg C'Rosenberg*") in view of U.S. 
Patent 3,850,296 to Hirata et al. ^Hirata*'); 

• a rejection of claims 4-5 under 35 USC § 1 03(a) as unpatentable for obviousness over 
Rosenberg and Hirata as applied to claim 1, further in view of U.S. Patent 4,874,1 12 to 
Mulder et al. ("Mulder") and/or U.S. Des. 335,309 to Evenson ("Evenson"); and 

• a rejection of claims 6 and 8 under 35 USC § 103(a) as unpatentable for obviousness 
over Rosenberg in view of U.S. Patent 5,704,482 to Apps et al. ("Apps") or U.S. Patent 
5,474,178 to DiVlesti et al. ("DiVlesti"). 

Such rejections are traversed in application to the amended claims. 

L Law Regarding Obviousness Under 35 USC S 103 

Concerning §103 obviousness rejections, three requirements must be met for a prima facie case 
of obviousness. First, the prior art reference(s) must teach all of the limitations of the 
claims. MPEP § 2143.03. Second, there must be a motivation to modify the reference or 
combine the teachings to produce the claimed invention. MPEP § 2143.01. Third, a reasonable 
expectation of success is required. MPEP § 2143,02. In addition, the teaching or suggestion to 
combine and the expectation of success must both be found in the prior art and not based on 
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applicant's disclosure. MPEP § 2143. A further consideration^ which applies to aU obviousness 
rejections, is that "[a] prior art reference must be considered in its entirety, as a whole, 
including portions that would lead away from the claimed invention. W,L Gore & Associates, 
Inc. V. Garlock Inc., 721 F.2d 1540, 220 USPQ 303 (Fed, Cir 1983), cert, denied, 469 U.S. 851 
(1984)." (emphasis in original; MPEP 2141.02). 

The Federal Circuit has repeatedly emphasized that a showing of the suggestion teaching or 
motivation to combine the prior art references is an essential component of an obviousness 
holding. See, e.g.. Brown & Williamson Tobacco Corp. v. Phillip Morris Inc.^ 229 F.3d 1 120, 
11424-25, 56 USPQ2d 1456, 1459 (Fed. Cir. 2000). There must be some motivation and 
suggestion or teaching of the desirability of making the specific combination that was made by 
the applicant. In re Dance, 160 F.3d 1339, 1343, 48 USP(52d 1635, 1637 (Fed. Cir. 1998); 
MPEP 2141.02. See also In re Fine, 837 F.2d 1071, 1075, 5 USP(J2d 1596, 1600 (Fed. Cir. 
1988)Cteaching of references can be combined only if there is some suggestion or incentive to 
do so.'^X^ii^P^^sis in original). Specificity is required: * Tplarticular findings must be made as to 
the reason the skiHed artisan with no knowledge of the claimed invention would have selected 
these components for combination in the manner claimed." In re Kotzab^ 217 F.3d 1365, 1371, 
55 USPQ2d 1313, 1317 (Fed Cir. 2000). 

2. Traversal of Rejections Under 35 USC § 1 03 
The present application contains only two independent claims - namely, claims 1 and 1 1, both of 
which require in combination, inter alia: 

(1) A receptacle portion adapted to hold therein an array of analytical 
slides with each slide of the array being in facial contact with at least 
one other slide thereof; 

(2) Opposing wall portions having cot-outs therein exposing portions of 
faces of slides in [an] array of slides reposed in the receptacle cavity; 
and 

(3) An array of analytical slides disposed within the receptacle cavity 
with portions of the outermost slide faces exposed to the cutouts so that 
a user can grasp the array of slides with opposing digits 
contacting said portions effaces of slides in the array through the 
cut-outs. 
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Such combination of features, which are also inherent in the remaining dependent claims, are not 
shown in the cited 103(a} references (namely^ Rosenberg, Hirata, Mulder, Evenson, Apps, and 
DiVlesti). 



Rosenberg (with Figure 1 thereof illustrated at 
right) teaches a "container for initially holding 
a plurality of individual packages and later 
holding a plurality of individual slides in a 
spaced apart relationship.^' The packages 16 
are placed face-up in the three receiving 
wells illustrated at lower rigfht in Figure 1 . 
The remaining receiving wells have walls 1 8 
with "spaced apart projections 25 which form 
a plurality of slots 26 . . . capable of holding a 
plurality of microscope slides 27 in spaced 
apart relationship ." Rosenberg, col. 2, lines 
22-32. 

Hirata (with Figure 1 thereof illustrated at 
right) discloses a block-type holder for storing 
and transporting semiconductor wafer disks, 
the holder supporting multiple wafers spaced- 
apart and upstanding in parallel in individual 
V-shaped cuts provided In parallel and angled 
relative to a longitudinal groove. Such V- 
shaped cots separate the wafers from one 
another and prccinde any ability to 
mannaily grasp multiple planar objects at 
once with one hand between opposing digits. 
Furthermore, it is well-recognized that manual 




handling of semiconductor wafer disks should 
be avoided to minimize contamination. 
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Mulder is directed to a dispenser for single 
dispensation of firustro-conica] pleated cofiee 
filters (with Figure 6 thereof as illustrated at 
right). End openings 16 and 17 defined in a 
carton correspond to protruding tabs of stacked 
coffee filters to make the tabs available for 
manipulation, thereby permitting cojRfee filters 
to be dispensed one at a time . E.g., Mulder, 
col. 2, lines 12-47. With the container sized to 
contain coffee fitters, and coffee filters being 
collapsible in nature, an ordinary user would 
not be able to grasp an entire group of filters 
through the end openings using a single hand. 
Moreover, "shelves" 19 and 20 would prevent 
extraction of a group of filters from the top of 
the dispenser. 

Evenson is directed to portable containers for 
file folders. Since Evenson is a design patent 
and its text relates solely to the "ornamental 
design for a portable container for file folders 
as shown and described,'* functions of 
particular elements are difficult to ascertain. 
Such container, however, seems to be sized to 
hold paper file folders, and to include opposing 
cany handles each sized to receive a user's 
entire hand. There exists no suggestion that 
such container should be downsized to receive 
slides; but even if so, horizontal cutouts around 
the comers and perimeter of the container may 
hinder ingress and egress of analytical slides. 
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Apps (with Figure 1 thereof reproduced at 
right) is directed to a nestable display crate 
for bottles. The problem to be overcome by 
Apps is providing a low depth, nestable bottle 
crate with improved strength and increased 
bottle visibility for display and marketing 
purposes. Apps., col. 1, line 1 5 - col. 2, line 
21; col. 8, lines 55-col. 9, line 3. Raised 
pylons 32 extend upward and are disposed 
between bottles. Id., col. 4, lines 39-52. No 
means for manually removing multiple bottles 
as a group with one hand through the notches 
are provided or even contemplated. 

Di Vlesti is directed to a packaging tray for 
electrical (e.g^ edge card) connectors. The 
problem addressed is that sizes of edge card 
connectors vary widely and it is difficult to 
efficiently fill standard size trays with 
connectors of varying sizes. DiVlesti, col. 1, 
lines 36-49. Notches 34. 40 defined in side 
walls receive rod-like support members 36 and 
hold-down members 42, respectively (Id., col. 
3, lines 39-54 & col. 4, lines 8-28), with the 
such members 36, 42 being used to retain edge 
card connectors therebetween. Id.^ col. 2, lines 
9-26 & claims 4, 8. A rotatable lever-like 
eject latch 27 may be further provided. Id., 
Fig, 4; col. 3, hnes 10-22; col. 4, lines 30-35. 
No means are provided or contemplated for 
manually removing multiple connectors as a 
group with one hand through the notches. 
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Turning back to the three features' inherent to the claims of the present application, such features 
in combination are not taught by the cited references, whether alone or as combined by the 
examiner. 

Rosenberg teaches a container for holding analytical slides (in two orientations), but one 

orientation provides packages of slides disposed face-up, and the other orientation provides 

slides individually disposed in opposing slots to maintain spaced-apart relationship. Such 

spaced-apart relationship between adjacent slides directly contradicts the limitation that the 

array of slides has each slide in facial contact with at least one other slide thereof. This feature 

is expressly taught as a key advantage of the present invention. See, e.g., pg. 6, fourth paragraph: 

"By the manual extraction of the slide array in the manner shown in FIG. 7, the 
entire contents of the container are removed at one time, eliminating the_ 
sticking problem involved with manual extraction of less than all slides in a 
container." 

(Emphasis added). Returning focus to Rosenberg, the reference discloses no opposing wall cut- 
outs whatsoever . In light of the foregoing, Rosenberg fails to teach (1) a receptacle adapted to 
hold an array of slides having e€u:h slide in facial contact with at least one other slide thereof 
with (2) opposing wall portions having cutouts therein exposing portions of faces of slides with 
(3) portions of outermost slide faces exposed Xo the cutouts so that a user can grasp the array of 
slides with opposmg digits contacting said portions of faces of slides in the array through the cut- 
outs. 

Hirata, which is directed to holding semiconductor disks, fails to teach (1) any receptacle adapted 
to hold slides, let alone an array of slides having each slide in facial contact with at least one 
other slide thereof with (2) opposing wall portions exposing portions of slides with (3) portions 

^ (1) A receptacle portion adapted to hold therein an array of analytical slides 

with each slide of the array being in facial contact with at least one other 
slide thereof; 

(2) Opposing wall portions having cut-outs therein exposing portions of faces 
of slides in [an] array of slides reposed in the receptacle cavity; and 

(3) An array of analytical slides disposed within the receptacle cavity with 
portions of the outermost slide faces exposed to the cutouts so that a user 
can grasp the array of slides with opposing digits contacting said 
portions of faces of slides in the array through the cut-outs. 
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of outermost slide faces exposed to the cutouts so that a user can grasp the array of slides with 
opposing digits contacting said portions of faces of slides in the array tiuou^ the cut-outs. 

Mulder, which is directed to holding and dispensing pleated conical coffee filters, fails to teach 
(1) any receptacle adapted to hold slides^ let alone an array of slides having each slide in facial 
contact with at least one other slide thereof with (2) opposing wall portions exposing portions of 
slides with (3) portions of outermost slide faces exposed to the cutouts so that a user can grasp 
the array of slides with opposing digits contacting said portions of faces of slides in the array 
through the cut-outs. 

£venson» which is directed to ornamental aspects of holding file folders, fails to teach (1) any 
receptacle adapted to hold slides, let alone an array of slides having each slide in facial contact 
with at least one other slide thereof with (2) opposing wall portions exposing portions of slides 
with (3) portions of outermost slide faces exposed to the cutouts so that a user can grasp the 
array of slides with opposing digits contacting said portions of faces of slides in the array 
through the cut-outs. 

Apps, which is directed to holding bottles in a nestable crate, fails to teach (1) any receptacle 
adapted to hold slides, let alone an array of slides having each slide in facial contact with at least 
one other slide thereof with (2) opposing wall portions exposing portions of slides with (3) 
portions of outermost slide faces exposed to the cutouts so that a user can grasp the array of 
slides with opposing digits contacting said portions of faces of slides in the array through the cut- 
outs. 

DeVlesti, which is directed to holding various sizes of electrical edge card connectors, fails to 
teach ( ] ) any receptacle adapted to hold slides, let alone an array of slides having each slide in 
facial contact with at least one other slide thereof with (2) opposing wall portions exposing 
portions of slides with (3) portions of outermost slide faces exposed to the cutouts so that a user 
can grasp the array of slides with opposing digits contacting said portions of faces of slides in 
the array through the cut-outs. 



13 



PAGE 13/15 * RCVD AT 10/23/2008 10:46:40 PM [Eastern Daylight Time] * SVR:U3PTO-EFXRF-1/1S • DN18:2738300 * C8ID:01 041 99354 * DURATION (inm.ss):06-52 



9194199354 |PTL 



10:53:21 p.m. 



10-23-2006 



14/15 



2778-121 

Furthermore, it is reiterated that the Examiner has relied upon non-analogous art in combining 
references in an attempt to reproduce the subject matter of the claims. It is acknowledged that 
Rosenberg is directed to analytical slides, but each and every other reference is not. In the case 
of each of Hirata, Mulder, Evenson, Apps, and DiVlesti, analytical slides would appear to 
be incompatible in size and/or conformity to fit into these prior art devices. Furthermore, it 
is offensive to law and logic to suggest that commonality in packing flat objects together (i.e., to 
promote packing efficiency) renders all flat objects interchangeable for purposes of an 
obviousness analysis. The Federal Circuit has decreed, and the MPEP has adopted the rule, that 
"[a] prior art reference must be considered in its entirety, /.^., as a whole, including portions that 
would lead away from the claimed invention. W.L. Gore iSc Associates, Inc, v. Garlock, Inc., 721 
F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983), cert, denied, 469 U.S. 851 (1984)," (emphasis in 
original); MPEP 2141 .02. Since the examiner has failed to consider the prior art in this manner, 
the rejections under section 103 cannot stand. 

Since none of the ch»d references disclose any analytical slide, let alone teach the claimed 
packages adapted for use with (and containing) arrays of analytical slides, the cited references 
fail to 'teach all of the limitations of the claims" as required by MPEP § 2143.03 to support a 
prima facie case of obviousness. The Office seems to be merely reinteipreting the prior art in 
light of the applicants^ disclosure, in order to reconstruct Applicants' claimed invention, but 
without any instructional or motivating basis in the cited references themselves to identify the 
reasons for their combination. No tenable basis for combining references was provided. Such an 
approach is improper and legally insufficient to establish any prima facie case of obviousness. 

Withdrawal of all of the rejections under 35 U.S.C. 103(a) is warranted, and respectfully 
requested. 

CONCLUSION 

Claims 1-24 and 26 as provided herein are fiilly patentably distinguished over the art and in 
allowable condition. Allowance of the claims therefore is requested and merited. 
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If any issues remain outstanding, incident to the formal allowance of the application, the 
examiner is requested to contact the undersigned attorney at (919) 419-93S0 to discuss their 
resolution, in order that this application may be passed to issue without delay. 



INTELLECTUAL PROPERTY/ 
TECHNOLOGY LAW 
Phone: (919) 419-9350 
Fax: (919)419-9354 
Attorney File No.: 2778-121 



The USPTO is hereby authorized to charge any deficiency or credit any overpayment of fees properly 
payable for this document to Deposit Account No. 08-3284 



Respectfully submitted. 




Vincent K. Gustafson 
Reg. No. 46,182 
Attorney for Applicants 
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